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Introduction
The Patent Act allows a

patent applicant, having filed a
patent application covering his
invention (the original applica-
tion), to file one or more contin-
uing applications related to that
invention.2 The three main types

of continuing applications are continuation appli-
cations, continuation-in-part applications, and
divisional applications.3 Patents that issue from
those continuing applications (the continuing
patents) differ from the patent that issues from
the original application (the original patent) in at
least two important ways.

First, continuing patents have different
scopes from the original patent. Continuing
patents must repeat at least a substantial portion
of the original patent but include different claims
from the original patent.4 Claims define the scope
of a patent.5 Thus, continuing patents have dif-
ferent scopes from the original patent.

Second, continuing patents typically have
shorter patent terms than the original patent. The
original patent has a patent term of twenty years
from its filing date.6 In contrast, a continuing
patent filed on or after June 8, 1995 (a post-
GATT7 patent) has a patent term of twenty years
from the original patent’s filing date.8 A continu-
ing patent filed before June 8, 1995 (a pre-GATT
patent) has, however, a patent term of the longer
of twenty years from the original application's fil-
ing date or seventeen years from the continuing
patent's issue date.9

A patent applicant may file continuing appli-
cations for several reasons. For example, the
patent applicant may file a continuing application
to pursue broader claims or to pursue claims that
cover different aspects of the invention not suffi-
ciently covered by the original patent. A patent
applicant also may file a continuing application to

defer responding to the U.S. Patent and
Trademark Office (USPTO) regarding the original
application.10 Additionally, a patent applicant may
file a continuing application to keep an application
pending in the USPTO. That pending application
allows the patent applicant to draft claims that
cover competitors’ products that are introduced
in the marketplace after the original patent’s
issue date. Therefore, with all the benefits of con-
tinuing applications, are there any reasons why a
patent applicant should not file one continuing
application after another?11

This article reviews the United States Court of
Appeals for the Federal Circuit’s revival of 
the prosecution laches defense in Symbol
Technologies, Inc. v. Lemelson Medical, Education
& Research Foundation, L.P.12 Part I reviews that
case and its history. Part II discusses the prose-
cution laches defense against patent infringe-
ment. Finally, this Article concludes in Part III
with what patent applicants and their patent
attorneys, particularly those applicants and attor-
neys who file multiple continuing applications,
may do to reduce the risk of a court finding their
patents unenforceable for prosecution laches.

I. Symbol Technologies, Inc. v. 
Lemelson Medical, Education & 

Research Foundation, L.P.
In Symbol IV, the United States Court of

Appeals for the Federal Circuit affirmed that
Lemelson’s asserted continuing patents were
unenforceable under the doctrine of prosecution
laches.13

A. The Dispute

Lemelson is the assignee of fourteen patents
covering machine vision and automatic identifica-
tion bar code technology.14 Those patents result-
ed from the filing of continuation-in-part applica-
tions over several decades that date back to orig-
inal patent applications filed in 1954 and 1956.15

Symbol and its co-plaintiffs design, manufacture,
and sell bar code scanners and other machine
vision products.16
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In 1998, Lemelson sent letters to Symbol’s
customers stating that their use of Symbol’s
products infringed various Lemelson patents.17 In
response, Symbol filed a declaratory judgment
action against Lemelson in the United States
District Court for the District of Nevada.18 That
action sought judgment that the asserted
patents19 were, among other things, unenforce-
able for prosecution laches.20

B. The Motion to Dismiss

Lemelson moved to dismiss, transfer, or stay
proceedings.21 In its motion, Lemelson argued
that there was no case or controversy between
the parties and that Symbol’s count of prosecu-
tion laches failed to state a claim upon which
relief can be granted.22 The district court found
that Symbol met the case or controversy require-
ment.23 The district court, however, dismissed the
prosecution laches claim finding improper the
introduction of “the equitable doctrine of laches
into the statutory scheme of continuation prac-
tice.”24

C. The Interlocutory Appeal

Symbol filed an interlocutory appeal with the
Federal Circuit, which agreed to consider whether
the equitable doctrine of laches can “ever apply
to bar enforcement of patent claims which were
first presented to the Patent Office for examina-
tion after an unreasonable and unexplained delay
that causes injury to an alleged infringer and oth-
ers?”25

The Federal Circuit, in reversing the district
court, held that Symbol’s defense of prosecution
laches was legally available where the asserted
patent issued “only after an unreasonable and
unexplained delay in prosecution”26 and remand-
ed the case to the district court for further pro-
ceedings.27 In arriving at its holding, the Federal
Circuit rejected Lemelson’s arguments that pros-
ecution laches were limited to interference
actions and that the Patent Act of 1952, which
provided for the filing of continuing applications,
eliminated the prosecution laches defense.28

D. The Remand

The district court found Lemelson’s asserted
patents unenforceable due to prosecution lach-
es.29 In arriving at its holding, the court conclud-
ed that Lemelson’s eighteen to thirty-nine 
year delay in filing and prosecuting the asserted
patents,30 which allegedly covered inventions dis-
closed in the 1954 and 1956 applications, was
“unreasonable and unjustified” for at least three

reasons. First, “unreasonable delay alone [was]
sufficient to apply prosecution laches without the
requirement that Lemelson intended to gain
some advantage by the delay.”31 Second,
Lemelson’s delay amounted to “culpable neglect”
for ignoring the “duty to claim his invention
promptly.”32 That neglect had a prejudicial effect
on Symbol and other parties because they could
not determine what Lemelson’s patents covered
and what those patents did not cover.33 Finally,
Symbol provided strong evidence of “intervening
private and public rights.”34 That evidence includ-
ed the public’s use of Symbol bar code scanners
and other machine vision products, as well as the
public’s use of similar third-party products.35

E. The Appeal

The Federal Circuit affirmed that Lemelson’s
asserted patents were unenforceable under the
doctrine of prosecution laches.36 In affirming the
district court’s judgment, the Federal Circuit stat-
ed that there are no “strict time limitations for
determining whether continued refiling of patent
applications is a legitimate utilization of statutory
provisions or an abuse of those provisions.”37 The
court also noted that the determination is a “mat-
ter of equity, subject to the discretion of a district
court before which the issue is raised” and should
apply “only in egregious cases of misuse of the
statutory patent system.”38 Additionally, the
Federal Circuit stated that a court should exam-
ine the “totality of the circumstances, including
the prosecution history of all of a series of relat-
ed patents and overall delay in issuing claims.”39

Applying the principles above, the Federal
Circuit concluded that the district court reason-
ably exercised its discretion based on its findings
of Lemelson’s eighteen to thirty-nine year delay
in prosecution, Lemelson’s culpable neglect dur-
ing prosecution, the adverse effect on business
unable to determine what Lemelson’s patents
covered, and the existence of intervening private
and public rights.40

II. The Prosecution Laches 
Defense41

Symbol successfully asserted the prosecution
laches defense against Lemelson’s patent
infringement claims. This section discusses the
details of the prosecution laches defense.

A. Availability

The defense may be available in patent
infringement suits where the asserted patents
have filing and prosecution delays that are much
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shorter than Lemelson’s eighteen to thirty-nine
year delay.42 Additionally, the defense may be
available regardless of whether the asserted
patents are pre-GATT or post-GATT.43 Moreover,
the defense may be available despite the patent
applicant's filing of terminal disclaimers for the
asserted patents. A terminal disclaimer limits the
patent term of a patent to the patent term of an
earlier issued patent.44 The defense is not, how-
ever, available when the patent applicant filed
one or more divisional applications in response to
a restriction requirement45 from the USPTO, even
when the patent applicant waited until just before
the original patent’s issuance to file the division-
al application.46

B. Elements

The Federal Circuit did not define the ele-
ments required for asserting the prosecution
laches defense.47 Thus, courts have applied one
of four standards.48 The first standard requires
only an “unreasonable and unexplained delay in
prosecution.”49 The second standard requires (1)
an “unreasonable and unexplained delay in pros-
ecution” and (2) that the circumstances of the
case are sufficiently egregious to warrant the use
of the equitable defense.50 The third standard
requires (1) an “unreasonable and unexplained
delay in prosecuting the patent claim” and (2)
the “alleged infringer has suffered prejudice as a
result.”51 Finally, the fourth standard requires (1)
that the claims at issue were “presented more
than two years after the existence of an inter-
vening adverse right” and (2) an insufficient
excuse for the delay of presenting the claims at
issue.52

C. Burden of Proof

The Federal Circuit did not establish the bur-
den of proof to prove prosecution laches.53 Some
courts require clear and convincing evidence
because prosecution laches renders a patent
unenforceable.54 Other courts require a prepon-
derance of evidence because equitable laches
and estoppel cases require the same burden of
proof.55

D. Result

Prosecution laches renders an issued patent
unenforceable even though the patent applicant
complied with all applicable statutes in filing and
prosecuting that patent.56

III.Reducing the Risk of 
Prosecution Laches

Patent applicants and their patent attorneys,
particularly those who file multiple continuing
applications, may adopt certain practices to
reduce the risk of a court finding their patents
unenforceable due to prosecution laches.

A. Actively Prosecute Applications

Courts have been less lenient with patent
applicants who had a pattern of repeated filing of
continuing applications without advancing prose-
cution or allowing issuance.57 Even when the
USPTO is primarily at fault in causing the delay,
such as failing to issue a patent or misplacing a
patent application, courts have not looked favor-
ably at patent applicants who failed to follow-up
within a reasonable time with the USPTO.58 In
contrast, many courts have been more lenient
with patent applicants who did more than the
minimum to advance prosecution, even when the
prosecution involved substantial delays.59

B. Timely Present Claims that Cover 
Competitor’s Products

The Federal Circuit has approved the filing of
a patent application to “exclude a known com-
petitor’s product from the market.”60 Long delays
in filing patent applications or presenting claims
that cover the competitor’s products may, how-
ever, trigger prosecution laches.61 Particularly at
risk are those patent applicants who could have
presented claims that covered the competitor’s
product in earlier continuing applications.62 One
court even has set a two-year limit for the patent
applicant to present claims that cover the com-
petitor’s products, after which the “patentee
must demonstrate sufficient excuse for the
delay.”63

C. Direct Claims of Continuing 
Applications Towards Different or
New Aspects of the Invention

Legitimate reasons to file one or more con-
tinuing applications include (1) covering new
developments as the invention progresses, (2)
covering aspects of the invention disclosed, but
not claimed, in the original application, and (3)
presenting new evidence of “unexpected advan-
tages of an invention.”64

IV. Conclusion
The smoke has not cleared from the Federal

Circuit’s decisions in the Symbol cases as the dis-
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trict courts still are sorting out the details of the
prosecution laches defense. Patent applicants
and their patent attorneys may, however, want to
start reducing the risk of a court finding their
patents unenforceable due to prosecution laches.
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